* 01-26-2004 02:56PM FROM-Gates i Cooper LLP +13106418T98 T-894 P. 040/044 F-956 



REMARKS 

I. Innroduccion 

In response to the Office Action dated October 1, 2003, ckims 1-34 have been cancelled, 
and claims 35-68 have been added. Claims 35-68 remain in the application. Re-examinarion and re- 
consideration of the application, as amended, is requested. 

II. Prior Art. RcjcctiQQs 

The prior Office Actions and Advisory Action rejected the claims under 35 U.S.C §103 (a) as 
being unpatentable over Perlman, U.S. Patent No. 6,169,879 (Pedman) in view of PocketTV^ 
article (PocketTV^'^. In view of the prior arguments and Actions, the prior claims have been 
cancelled and replaced with new claims 35-68, 

The new clainas provide for displaying audio/visual kiformation on an output device by 
using a set top box and hand held computing device. Specifically^ the handheld computing device is 
used to control the set top box (similar to a remote control) and store audio/visual information. 
The new claims provide the ability for the handlield computing device to receive and store 
audio/visual information fitom the set top box and then transmit audio/visxial information to the 
same (or different) set top box for display of the transmitted information on the output device. 
None of the prior art references, either alone or in combination, implicitly or expliddy, provide the 
ability for such a system or hand held computing device that performs such combined funcrionaUty 
as claimed. 

With respect to specific aspects of the cited prior art, the PocketTV^**^ device is not 
equivalent to the claimed hand held computing device and does not perform or provide the same 
capabilities as claimed. The article states that the Pahn-size PC becomes a miniature VCR. 
However, the information that follows in the article dearly illustrates that the PocketTV™ merdy 
has the capability to display video on the Pahn-size PC. In other words, the PocketTV™ is merdy a 
TV that fits in your pocket (i.e., a pocket tdevision). Furdier, the "VCR** capabihries deed in die 
article merely refer to the ability to play the content on the Palm-si2e PC. The fourdi paragraph of 
the artide fiirdier elaborates that the streaming video may be brought direcdy to "your pocket". 
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However^ such streaming is not yet in che PocketTV device since the article scares that usch 
stxeaming is available "as soon as wireless screaming reaches lOO Mbit/sec or higher bitrate. . 
Thus, the PocketTV™ device is cleady limited to receiving non-streaining MPEG video from a PC 
and displaying it on the device itself. 

In addition to the above, the PocketTV™ device does not provide the capability to send or 
receive informarion from a set top box ^ A described in the article, the device is limited to receiving 
and transtnitting material to/ from a computer. Such a limited amount of communication between a 
computer and the HP Jornada device is further illustrated in the portions of ±e HP Jornada User's 
Guide previously cited. Specifically, section 3 of page 8 provides for commuxxication betweeii the 
device and either a handheld PC, P/PC» and desktop PC. In this regard, there i$ no capability or 
suggestion, implicit or explicit that the PocketTV^ device may communicate with a set top bo3c. 
Further, none of the cited references provide or even suggest a handheld computing device that Las 
the capability to perform die combined functions of controlling a set top box and for storing and 
causing the display of audio/visual information as claimed. 

The prior rejections also relied on the Petbnan reference and equated Perlman*s VCR to the 
claimed handheld computing device. Specifically, the Office Action states that is arguable diat the 
VCR [130] may be broadly construed as being a handheld computing device, insofar as it is feasible 
that at some point in time it may be 'Tiand held" while die carrier raoved 

Applicant specifically traverses die assertion tiiat Pedman-s VCR [130] may be broadly 
construed as being a handheld computing device since at some point in time the VCR may be 
"handheld" while be carried or moved. Carrying or moving a VCR from one house to another is 
not even remotely similar to stating that the VCR is a handheld computing device. The background 
of die invention on page 2, line 27-page 3, hne 19 describes handlield computing devices. 

In addition, page 7, lines 11-18 specifically define the handheld computing device as claimed: 

In accordance with one or more embodiments of the invention, the set cop box ] 10 is 
controllable by a handheld computing device oi PDA 114. As described herein, a handheld 
computing device, is any amflU device that mainiains the ability' to petfontied the functionality 
described with respect to the present invention. Such devices include but are not limited to devices 
that are configured to receive, czansport, or store inibrmadon or perform computadons, calculations, 
etc Altemadvfiljr, or in addinon to controlling set top box 1 10, PDA 114 may provide for the storage 
and playback of infbtmadon transmitted set top box 110. 
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Ntowhere in any of the text of the specification is there any reference, suggestion, or teaching, 
implicitly or e3cplicidy, that the handheld computing device (as claimed) is even remotely similar to a 
standard VCR of Perlman and as suggested in the Office Action. Perhnan*s VCR is not a small 
device. Further, Perlraan's VCR is not handheld. The only rime the Perlman VCR is handheld is 
when it is being held by someone's hands while being moved oi traxisported from one physical 
location to another physical location where it may be plugged into an AC oudct and a television or a 
hub and spoke configuration as described in Pethnan. Suggesting that a VCR is eqiiivalent to a 
handheld computing device is not only contrary to that stated in the present specification, but is 
contrary to the term handheld computing device as commonly used. In this regard^ the American 
Heritage dictionary defines the term "handheld" as follows: 

hand-held also hand held (handheld ) 

Compact enough to be used or operated while being held in the band or hands: a hand-held 
video eamercu 

Source : The American Hcrilqgc® Dictionary of the English hanffmge, Foitrth Edition 
Copyright © 2000 by Hoff^hton Mifflin Company, 
PubHshsd by Houghton Mifflin Company, All rights rtsemd, 

Cleariy, Pcriman's VCR is not compact enough to be used or operated while being held in the L^nd 
or hands, Instead,itiaonly "handheld" when it is being moved or carried. In this regard, even the 
Office Action provides that the only way diat the Periman VCR is a handheld computing device is 
that it may at some point in time be *Tiandheld" while being carried or moved. Accordingly, it is 
clear that Periman completely fails to teach that handheld computing device aspect of die invention 
as claimed. 

In addition to the above, Applicant submits that the PocketTV article cannot be combined 
with the Perlman reference. The PocketTV article merely describes how a handheld or palm-sized 
PC is capable of playing back MPEG clips on the palmPC itself. In this regard, the article dees the 
use of the Casio Cassiopeia E-105 or HP Jornada 430se. However, as described above» these 
devices are limited to conununication with a PC. There is no suggestion^ implicit or explicit for 
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receiving audio/visual information or transmitting audio/visual infonn^rion to a set top box and not 
a PC. Further, the artide feik to provide a method of controlling a set top box via user commands. 

Perlman provides a method for interconnecting a home entertainment system. Petbnan 
completely fails to describe, implicitly or expliddy, the integration or use of any hand held 
computing device that has both the capability to control a set top box and store and transmit 
audio/visual infotmadon as claimed. Instead, Perlman merely describes how a remote control 
device can be used to send signals to an ASIC within the central electronics device 40 (see col 8, 
lines 33-39)- In this regard, none of Perlman's consumer electronics devices are even remotely 
similar to (nor do they allude to) a handheld computing device or palm pc device as claimed. 

Th-as, the above dcscriprions provide that the PocketTV™ article provides for using a pahn 
PC to playback video, while Perlman provides for a cencral electronics device that may be operated 
using a remote control There is no suggestion, implicit or explicit, to combine these features into a 
single uniL Nor is there any suggestion that the PocketTV arride may be used for anything odier 
than displaying audio/visual information on the device itself ot potentially storing the information 
on a PC. Nor is there any suggestion, implicit or explicit, to use the PocketTV^^ device in 
Perlman's configuration. In this regard, the two references cannot be combined with each other. 
To combine such references in view of the claimed invention would be to use hindsight Under ' 
MPEP 2141.01, The requirement "at the time the invention was made" is to avoid impermissible 
hindsight Stating that it would be ob\tious to use a PahnPC to both control a set top box and store 
and playback audio visual information through the set top box would be to use such impermissible 
hindsight provided by the claimed invention. 

In view of the above, Applicant submits that none of the dted references teach, disclose, or 
suggest, implicitly or expKcidy, eidier alone or in combination, the present claims. In addition, the 
new dependent claims provide additional subject matter that is clearly not described in any of the 
cited references. For example, the prior art fiails to describe die depression of a single button on a 
handheld computing device diai causes both the transmission of audio/visual material to the set top 
box and the playback of the audio/ visual information on an output device by the set top box (see 
dependent claims 38, 49, and 60). Fiirther, the prior art fails to provide limitarions regarding when 
the audio visual information is ttanstnitted from the sec top box to the hand held computing de\'ice 
as recited in claims 43-46, 53-56, and 65-68. 
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ni. Conclusion 

la viw of the abovie, it is submitted that ttis application is now in good order for allowance 
and such allowance is respectfully solicited Should the Examiner believe minor matters still remain chat 
can be resohred in a telephone interview, the Examiner is ui^d to call Applicant's undersigned 
attorney, 

RespectfiJly submitted, 

GATES & COOPER LLP 
Attorneys for AppKcant(s) 

Howard Hughes Center 
6701 Center Drive West> Suite lOSO 
Los Angeles, California 90045 
(310) 641-8797 

Date: hT^h Bv: jL^ 9^3^^ 

Name: Ja^n S- Feldmar 
JSF/io "S^g-Wi 39,187 

Gaicio9,i9.us-oi y 



-12- 

G&C 109.19-US-Ol 



PA(X44f44'RCVDATim$:41:11 PM [Eastern Stan(lanlTiine]'SW:USPTO{Fm 



